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DETAILED ACTION 

1 . This action is in response to applicant's amendment received on 03/07/2007. 

Allowable Subject Matter 
The indicated allowability of claims 4, 27, and 29 is withdrawn in view of the 
newly discovered reference(s) to Forman, Chappius, Kambin, Amis, and Tronzo. 
Rejections based on the newly cited reference(s) follow. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the connection in the 
form of an interference fit (claim 4) and the thread section further comprising a stop 
located inside the outer wall (claim 8) must be shown or the feature(s) canceled from 
the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheets should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. The 
figure or figure number of an amended drawing should not be labeled as "amended." If 
a drawing figure is to be canceled, the appropriate figure must be removed from the 
replacement sheet, and where necessary, the remaining figures must be renumbered 
and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date 
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of an application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 27 is rejected under 35 U.S.C. 102(b) as being anticipated by Tronzo (U.S. 
Patent 4,940,467). 

Regarding claim 27, Tronzo discloses a device comprising a first section and an 
elongated rod-like second section having a length. The device is capable of being at 
least partly introduced in the opening of the bone screw. With regard the statement of 
intended use and other functional statements, they do not impose any structural 
limitations on the claims distinguishable over Tronzo, which is capable of being used as 
claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the law of anticipation does not 
require that the reference "teach" what the subject patent teaches, but rather it is only 
necessary that the claims under attack "read on" something in the reference. Kalman v. 
Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, the manner in which 
a device is intended to be employed does not differentiate the claimed apparatus from 
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prior art apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 
USPQ2d 1647 (1987). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 3, 5, 7, 8, 10-12, and 14-20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Anderson (U.S. Patent 5,030,052) in view of Chappius (U.S. 
Publication 2001/0021852). 

Regarding claims 1 and 17, Anderson discloses a device comprising a thread 
section of elongated tubular construction and an elongated holding element. The thread 
section includes an outer wall having a first end and a second end wherein the first end 
includes a tip. The thread section further includes a thread having a first length capable 
of penetrating bone on the outer wall and is capable of being completely immersed in 
the opening created while screwing in the device. The elongate holding element 
includes a first section and an elongate rod-like second section having a longitudinal 
length and a free end opposite the first section. The elongate holding element further 
includes a stop located between the first section and the second section capable of 
preventing further penetration of the holing element into the threaded section. 
Regarding claim 3, Anderson discloses a device wherein the thread section further 
comprises a first internal thread section at its second end and the first section of the 
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elongate holding element comprises an external thread capable of cooperating with the 
internally threaded section. Regarding claims 5, 18, and 19, Anderson discloses a 
device further comprising an engagement element, such as an internal thread section, 
at the free end of the elongate holding element capable of being used with a screw in 
tool. Regarding claim 7, Anderson discloses a device wherein the stop comprises a 
shoulder. Regarding claim 8, Anderson discloses a device wherein the thread section 
further comprises a stop located on the inside of the outer wall capable of preventing 
further penetration of the elongate holding element into the thread section. Regarding 
claim 12, Anderson discloses a device wherein the first internal thread section 
comprises a metric or an inch thread. Further regarding claim 17, Anderson discloses a 
device wherein the thread section further includes an adjoining section free of threads 
and having a second length and includes the second end of the thread section, wherein 
the diameter of the section free of threads is capable of being fully immersed in the 
opening created when screwing in the device. Regarding claim 20, Anderson discloses 
a device wherein device further comprises a fixation element capable of cooperating 
with the engagement element. Anderson fails to disclose the device wherein the 
threaded section includes a plurality of openings and the device comprising a cannula. 
Chappius teaches a device wherein the threaded section of the device further 
comprises a cannula connected to a plurality of openings in order to allow medical 
substances to be dispensed from the device (page 2 paragraph 029). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to manufacture the device of Anderson further including a cannula and a plurality of 



Application/Control Number: 10/680,706 Page 6 

Art Unit: 3733 

opening in view of Chappius in order to allow medical substances to be dispensed from 
the device. 

Regarding claims 10, 11, and 17, the combination of Anderson and Chappius 
disclose the invention as claimed except for the tip being a separate element capable of 
being connected to the thread section of the device. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to manufacture the 
device of Anderson modified by Chappius wherein the tip is a separate element capable 
of being connected to the thread section of the device, since it has been held that 
constructing a formerly integral structure in various elements involves only routine skill 
in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. 

7. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson (U.S. Patent 5,030,052) in view of Chappius (U.S. Publication 2001/0021852) 
further in view of Forman (U.S. Patent 2,993,950). 

Regarding claim 13, the combination of Anderson and Chappius disclose the 
invention as claimed except for the threads of the tip being self-tapping. Forman 
teaches comprising a self-tapping tip in order to allow the device to be used with an 
untapped opening (column 2 lines 60-61). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to manufacture the device of 
Anderson modified by Chappius wherein the threads of the tip are self-tapping in view of 
Forman in order to allow the device to being used with an untapped opening. 
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8. Claims 4, 17, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tronzo (U.S. Patent 4,940,467) in view of Chappius (U.S. Publication 
2001/0021852). 

Regarding claims 4 and 17, Tronzo discloses a device comprising a thread 
section of elongated tubular construction including an outer wall and having a first end 
and a second end, wherein the first end includes a tip and an elongated holding element 
capable of being connected to the thread section at the second end. The thread section 
further includes a thread having a first length capable of penetrating bone on the outer 
wall and being capable of being fully inserted in the opening created while screwing in 
the device. The elongated holding element includes a first section capable of being 
connected to the second end of the thread section and an elongated rod-like second 
section having a longitudinal length and a free end opposite the first section. The 
second end of the thread section and the first section of the elongated holding element 
are capable of being connected by an interference fit. Further regarding claim 17, 
Tronzo discloses a device wherein the thread section further includes an adjoining 
section free of threads and having a second length and defining the second end of the 
thread section, wherein the diameter of the section free of threads is capable of allowing 
the device to be fully inserted in the opening created while screwing in the device. 
Regarding claim 21, Tronzo discloses a device wherein the second length of the 
adjoining section is the same as or greater than the first length of the threads. Tronzo 
fails to disclose the device wherein the threaded section includes a plurality of openings. 
Chappius teaches a device wherein the threaded section of the device further 
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comprises a plurality of openings in order to allow medical substances to be dispensed 
from the device (page 2 paragraph 029). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to manufacture the device of 
Tronzo further including a plurality of openings in view of Chappius in order to allow 
medical substances to be dispensed from the device. 

9. Claims 1, 22, 28, and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kambin (U.S. Patent 5,964,761) in view of Chappius (U.S. 
Publication 2001/0021852). 

Regarding claims 1, 22, and 32, Kambin discloses a device comprising a thread 
section of elongate tubular construction with an outer wall and having a first end and a 
second end, wherein the first end includes a tip and an elongated holding element 
capable of being connected to the second end of the thread section, wherein the 
elongated holding element includes a first section capable of being connected to the 
threaded section and an elongated rod-like section having a longitudinal length and a 
free end opposite the first section. The thread section further includes a thread capable 
of penetrating bone, wherein the device is capable of being fully inserted into an 
opening created while screwing in the device. The elongated holding element further 
comprising a stop located between the first section and the second section capable of 
preventing penetration of the elongated holding element into the thread section. Further 
regarding claims 22 and 32, Kambin discloses a device further comprising a plate 
capable of fixing a bone. The plate comprises a recess capable of receiving the free end 
of the elongate holding element and a nut capable of cooperating with the elongated 



Application/Control Number: 10/680,706 Page 9 

Art Unit: 3733 

holding element. Kambin fails to disclose the thread section of the device further 
comprising a plurality of recesses. Chappius teaches a device wherein the threaded 
section comprises a plurality of recesses in order to allow medical substances to be 
dispensed from the device (page 2 paragraph 029). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to manufacture the 
device of Kambin wherein the thread section further includes a plurality of recesses in 
view of Chappius in order to allow medical substances to be dispensed from the device. 

Regarding claim 28, the combination of Kambin and Chappius disclose a device 
inherently capable of being used by a method comprising the steps of providing a bone 
screw as discussed above, fully introducing the bone screw into the bone and 
positioning the bone screw at the place of fracture, attaching a fixation device to the 
elongated holding element, and securing the fixation device to the bone with at least 
one screw. Regarding claim 30, further comprising the steps of removing the elongated 
holding element from the bone screw, applying a filler material into the interior of the 
thread section of the bone screw, and reconnecting the elongated holding element to 
the thread section. Regarding claim 31, the combination of Kambin and Chappius 
disclose a device inherently capable of being used by a method as discussed above 
wherein the fixation device comprises a plate or a marrow nail. 
10. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kambin 
(U.S. Patent 5,964,761) in view of Chappius (U.S. Publication 2001/0021852) further in 
view of Amis (U.S. Patent 6,755,834). 
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Regarding claim 29, the combination of Kambin and Chappius disclose the 
invention as claimed except for the method further comprising the step of shortening the 
elongated holding element. Amis discloses a method further comprising the step of 
shortening an elongated holding element, i.e. elongated threaded portion of the device, 
in order to make the element essentially flush with the nut (column 10 lines 62-65). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to perform the method of Kambin modified by Chappius to further include the 
step of shortening an elongated holding element in view of Amis in order to make the 
element essentially flush with the nut. 

11. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tronzo 
(U.S. Patent 4,940,467) in view of Chappius (U.S. Publication 2001/0021852) further in 
view of Russell (U.S. Patent 5,549,610). 

Regarding claim 23, the combination of Tronzo and Chappius disclose the device 
as claimed except for the device further comprising an intramedullary nail. Russell 
teaches a device further comprising an intramedullary nail in order to treat both femoral 
neck and shaft fractures (column 3 lines 47-48). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to manufacture the 
device of Tronzo modified by Chappius further including an intramedullary nail in view of 
Russell in order to treat both femoral neck and shaft fractures. 

Response to Arguments 

12. Applicant's arguments with respect to claims 1, 3-5, 7, 8, 10-23, and 28-32 have 
been considered but are moot in view of the new ground(s) of rejection. The examiner 
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has presented new grounds of rejection as discussed above, since the examiner has 
withdrawn previously indicated allowability for claims 4, 27, and 29 this office action is 
non-final. 



13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for cited references the examiner felt were relevant 
to the application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is 571-272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. x 



Conclusion 





